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-ZTfUf MAIUNG DA TE of this communication J ears on the cover sheet v^ith the correspondence aaaress 
Period for Reply ^^^^ ^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. K NO period for reply is specified above the ^^^^^ to be^me ABANDONED (35 U.S.C. § 1 33). 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)l2 This action is non-final. 

3) 0 Since this application is in condition for allowance -cept ^53 ot 2l1 *° " 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 4&J u.^. 

Disposition of Claims 

4) ^ Claim(s) 1:29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IE1 Claim(s) 1:29 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) n The proposed drawing correction filed on is: «)□ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 



^ [ \ wi *> iw pr. 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau {PCT Rule 17.2(a)). 
• See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Statement(s) (PTO-1449) Paper No(s) Li . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) 0 Other: 
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Application/Control Number: 09/725.399 
Art Unit: 2621 

DETAILED ACTION 
Double Patenting 

1. Claims 1-29 of this application conflict with claims 1-29 of Application No. 
09/725.397. 37 CFR 1 .78(b) provides that when two or more applications filed by the 
same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their 
retention during pendency in more than one application. Applicant is required to either 
cancel the conflicting claims from all but one application or maintain a clear line of 
demarcation between the applications. See MPEP § 822. 

Claim Rejections ■ 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims Pfcularly pointing out and distinctly 
clawing the subject matter which the applicant regards as his invention. 

3. Claims 11, 12, 14, 15. 16 and 23 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particulariy point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Regarding claims 11.12. 14. 15, 16 and 23, citations "adds a separate from the 
video signal" in claims 1 1 and 1 5 is unclear as what separate object is being added, 
citation "embedded" in claims 12 and 16 is unclear as what embedded object is being 
added, citation "said first location; and" in claim 14 seems to be referring to a previously 
cited location which does not appear in the claim and meets and bounds are not known, 
citation "said selected type of image" seems to be referring to a previously cited 
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selected type of image which does not appear in the claim. Therefore, these citations 
are vague and confusing because, it is unclear what feature or element is referred to 
and further limited by this language. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

States. 

5. Claims 1 . 10-120. 23-27 and 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kai et al. (US 5,502.575). 

Regarding claims 1 . 10-120. 23-27 and 29. Kai teaches, limitation of claim 1 . a 
process comprising: detecting at a first location if a video signal represents a selected 
type of image (Column 4. Lines 10-43. where processing unit 10 is the first processing 
unit in the first location for counterfeiting detection of images to be printed which 
correlates the similarity of the image to be printed with the stored characteristics of 
currency etc.); receiving said video signal at a second location: and printing an image 
from said video signal at said second location if said video signal does not represent 
said selected type of image (Column 5. Lines 56-66, when the processing unit 10 
determines that it is a valid printing and sends the signal to the circuit of second 
processing unit 20 which is inherently in a different location from the first unit 10 and 
prinfing is performed when no currency type image is detected); 
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limitation of claim 10. process further comprising: adding to said video signal a 
validation code at said first location tf said video signal does not represent said selected 
type of image, and checking at said second location for said validation code (Column 6, 
Lines 16-66, when adding ID code X2 to the image in first unit 10 meaning image is 
other than a security document i.e. currency, to be printed, the ID code is detected by 
processing unit 20 (Figure 4, item 22) for authorization purposes to print); 

limitation of claim 1 1 , said adding step comprises adding a separate from the 
video signal validation code (Column 6. Lines 16-25, where X2 is the ID Code different 
from the video signal which is added to the image); 

limitation of claim 12. said adding step comprises adding an embedded in the 
video signal validation code (Column 16-25, where the code will be embedded in the 
document inherently for future tracking of the print and the user); 

limitation of claim 13. an apparatus comprising: a detector for determining if a 
video signal represents a selected type of image; and a corrector taking corrective act if 
said video signal represents said selected type of image (Column 6. Lines 16-25. where 
processing unit is a detector unit for detecting a currency type image and corrector unit 
20 takes the corrective action by not printing if an ID Code X2 is not present in the 
image to be printed from the detector side output); 

limitation of claim 14. said corrector comprises an adder adding a validation code 
to said video signal if said video signal does not represent said selected type of image, 
said adder being disposed at said first location (Figure 4. item 1 5 the adder for adding 
the ID code or validation code to the image to be printed and in this configuration the 
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corrector and the detector are within the unit 10 of the figure where Item 14 is the 
detector and the corrector in the validation process while addition is performed); 

limitation of claim 15. said adder adds a separate from the video signal validation 
code (Column 6. Lines 1 6-25. where X2 is the ID Code different from the video signal 

which is added to the image); 

limitation of claim 16, said adder adds an embedded in the video signal validation 
code (Column 16-25. where the code will be embedded in the document inherently for 
future tracking of the print and the user); 

limitation of claim 1 7, said corrector comprises an invalidator altering said video 
signal (Column 4. Lines 2-6. where adding noise is the alteration of the image to be 
printed which is performed by the corrector unit 20 of figure 4. item 23); 

limitation of claim 1 8. said selected type of image represent a member of a group 
consisting of currency and negotiable securities (Column 3. Lines 7-13); 

limitation of claim 19, apparatus further comprising; a scanner scanning an object 
to provide said video signal (Figure 4. Item 30 is an image scanner); 

limitation of claim 20. an apparatus disposed at a second location for receiving a 
video signal from a first location, said apparatus comprising: a detector receiving said 
video signal and determining the presence of a validity code; and a printer printing a 
reproduction of said video signal only when said validity code is present (Figure 4. Item 
20 is the apparatus disposed at second location receiving video signal from the first 
location item 10. detector 22 is detecting the validity code 213 and a printer 4 printing 
based on first condition detection of the code 213); 
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limitation of claim 23, said printer does not print even a partial image if said video 
signal represents said selected type of image (Column 4, Lines 33-54, where upon the 
detection of high correlation signal from the comparator 14c of figure 5 in the first 
location, the image will not be printed at any condition); 

limitation of claim 24, said video signal is receive from a separate location 
(Column 4, Lines 10-17, where image sensor 30 is located next to the first processing 
unit 10); 

limitation of claim 25, a xerographic printer disposed at a second location 
comprising: at least one station applying a video signal from a first location to a 
member; and an image processor receiving said video signal and providing it to said 
station only when a validation code is present (Figure 4, where combination of Items 21 , 
24, 26 and 27 is the image processor which upon receiving the video signal from the 
first location item 10 as R3, G3 and B3, performs image processing on the signal by 
decryption 21 and color masking 24 and further directing the signal to the station 1300 
for outputting the signal to the member being the printer 4 where the original/unaltered 
signal is only output from the last component of the image processor (item 27) when ID 
code 221 is present and if not present, the video signal will have noise added to it and it 
is not the original signal and therefore the original video signal is output inherently only 
when the ID code is present; 

limitation of claim 26, said validation code is present only when said video signal 
does not represent a member of a group consisting of currency and negotiable 
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securities (Column 4, Lines 33-54. where the precondition for ID code 221 is the image 
being of not the currency or negotiable security type); 

limitation of claim 27, said processor does not provide even a partial video signal 
v^hen said code is not present (Column 6. Lines 39-53, where said code 221 is not 
present based on an image being of a currency type in the precondition step at location 
of item 10, the processor will not have a video signal to provide at all); 

limitation of claim 29, the printer further comprising a plurality of stations each of 
said stations receiving a color component signal of said video signal (Figure 4, Items 21 , 
24 and 26 are the stations which receive color components of the video signal). 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
qranted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-3 and 6-9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yang etal. (US 6,516,078). 

Regarding claims 1-3 and 6-9, Yang teaches, limitation of claim 1. a process 
comprising: detecting at a first location if a video signal represents a selected type of 
image; receiving said video signal at a second location: and printing an image from said 
video signal at said second location if said video signal does not represent said selected 
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type of image (Column 5, Lines 4-26, where upon detection of selected type of image 
i.e. secure document, the printing is denied othenwise it is sent to a printer to print and 
as discussed in Column 3, Lines 28-35. the image processor130 can be a separate 
device as in a computer in first location than the printer in second location); 

limitation of claim 2. said selected type of image represents a member of a group 
consisting of currency and negotiable securities (Column 3. Lines 21-26, where there 
are several types of documents including banknotes, bonds etc.); 

limitation of claim 3, said detecting step comprises scanning an object at said 
first location to produce said video signal (Column 3, Lines 28-40. where one or more 
components such as scanner 120. processor 130, and printer 140 could be separate or 
combined); 

limitation of claim 6, process further comprising taking corrective action if said 
video signal represents said selected type of image (Column 5, Lines 22-26, where 
corrective action is not to print the document); 

limitation of claim 7. said corrective action comprises invalidating said video 
signal (Column 5. Lines 22-26. where the corrective action to deny or stop the 
document from printing which is inherently invalidating of the document to print step); 

limitation of claim 8, said corrective action comprises stopping said printing step 

(Column 5, Lines 22-26); 

limitation of claim 9, said stopping step prevents printing even a partial image 
(Column 5, Lines 22-26. where deny to print is not to print any portion at al inherently). 
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Claim Relectlons ■ 35 USC § 103 

8. Claims 4, 5, 21 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kai et al. in view of Roller (US 5,850,581). 

Regarding claims 4, 5. 21 and 22, Kai teaches limitations of the claims 
substantially however, Kai does not specifically teach the printing steps being 
.erographically or by inKiet. Roller teaches, lim^ation of claims 4 and 21 , said printing 
step comprises xerographically printing (Column 1, Lines 12-21); 

limitation cf claims 6 and 22, said printing step comprises inkje. printing (Column 

1, Lines 23-28). 

I, would have been obvious to an culinary skilled in the art to use xemgraphical or 
inkiet printing capabilities of Roller with Kai's system because xerographical printing is 
cost effective when only black color is used and when printing in muftiple colors Ink ,et 
printing is more cost effective. 

9. Claims 28 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Kai et 

al in view of Lang et al. (US 5,493,381 ). 

Regarding claim 28, Kai teaches number of .imitations of the claim however. Kai 
does not specifically teach processing components of claim 28. Lang teaches, said 
station indudes a scanner coupled to said p^cessor, a drum disposed proximate said 
scanner, a development station disposed pn>ximate said drum, and cleaner disposed 
proximate said dmm (Column 2, Lines 46-67, where the scanner station B is coupled to 
the drum or belt 10, development station C is coupled to the drum 1 0, a cleaner station 
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F is coupled to the dnum 10). 1. would have been obvious to an ordinary skilled in the 
art to util^e the cleaning technique of Lang before printing because It facilitates in 
removing toner and addH^e film particle buildup on the photoconducUve (I.e. imaging) 
member. 

Other prior art cited 
10. Prior art of record cited and not relied upon is considered pertinent to 

applicant's disclosure. 

The US Patent 6,370,271; US Patent 6,289,125; US Patent 5,678,155; US Patent 
5,659,628 and US Patent 5,533,144 variously teach counterfeiting preventing 
techniques, v^hlch are related to applicant's Invention as claimed. 

Contact information 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, DC 20231 

°' '"''(703) 872-9306 for formai communications, please mark "EXPEDITED 
PROCEDURE" 

for /nforma/ or draft communications; please label "PROPOSED" or 
"DRAFT". 
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Hand delivered responses should be brought to Crystal Park 2. 2121 Crystal 
drive, Arlington. VA, sixth floor (Receptionist). 

Any inquiry of a general nature or relating to the status of M 
directed to the Tech center 2700 customer service office (703) 306-0377. 



Shervin Nal^hjavan ^ 
Patent Examiner 
Group Art Unit 2621 
September 11, 2003 
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